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What is strategic patenting?

Linking patenting activities to 
business strategies
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Patenting Activities Vary Among 
Companies and at Different Stages of 

Development 

patent patent
everything___________________nothing

Patenting everything is COSTLY
Patenting nothing is COSTLY
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Potential Uses of Patents

• Establish proprietary/strategic position in 
the marketplace

• Business negotiations
• Generate revenues
• Reduce operating costs
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• Protect core technologies and business 
methods from infringement 

• Anticipate market trends and technology 
shifts

• Exclude competitors

Establish Proprietary/Strategic Position
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Business negotiations

• Access complementary technologies and 
markets

• Avoid litigation
• Establish business alliances and 

collaborations
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Generate revenues

• Licensing, selling, donating patents
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Reduce operating costs

• periodic review and culling of patent 
portfolio 

• use licensing revenues to fund R&D
• avoid litigation expenses 
• get tax write-offs for patent donations to 

nonprofits and universities (maybe…)
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What is strategic patenting?

Linking patenting activities to 
business strategies
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Strategic Patenting Requires a 
Business Strategy

Said Alice to the Cheshire Cat:
“Would you tell me, please, which way I ought to 

go from here?”
“That depends a good deal on where you want to 

get to,” said the Cat.
“I don’t much care where___,” said Alice.
“Then it doesn’t matter which way you go.” Said 

the Cat.    
Louis Carroll
Alice in Wonderland
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Business Strategies Vary from 
Company to Company

some examples….
• create technologies and future markets
• provide products and services for known 

market 
• establish reputation as “technology leader” in 

an industry 
• provide new way to manufacture and 

distribute product
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Patent Basics

• patents are exclusionary rights – they do 
not necessarily allow the patent holder to 
use the patented invention

• patents are territorial and national in 
scope- an invention that is patented in the 
U.S. can be freely used in another country 
where it is not patent-protected
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Patent Basics

• patentable subject matter is 
determined by national law

in the U.S.:
“ any new and useful process, machine, 

manufacture, or composition of matter, or 
any new and useful improvement thereof” 
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For example…
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another 
example
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“Strategic Patenting” is a Process:

• Identifying and prioritizing key 
innovations for patenting, requires
an effective invention disclosure 
process
guidelines on whether to patent, keep 
as trade secret or publish
a procedure for technical, strategic and 
legal review of inventions
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The Review Process

• process should be consistent, yet flexible
periodic patent coordinator meetings with
input from general managers, technical 
managers, and IP attorneys:
assess strategic value, technical merit,  
patentability, scope of protection, foreign 
filing, costs, timing
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Strategic Patenting Requires 
More Than a Patent  Practitioner

Strategic patenting comprises:
a collaborative effort requiring 
business, technical and patenting 
expertise;
innovation; and
luck.
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The End




